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DETAILED ACTION 
Status 

1 . Claims 38, 42-45, 49 and 81 are amended. New claims 84-86 have been added. 
Claims 51-80 are withdrawn. Claims 38, 39-47, 49, 50 and 81-86 are pending and 
presented for examination. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 38, 40-47, 81 and 84 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson (US 6800574). 

In regard to claims 38. 40-47 and 81 . Anderson teaches a glass composition that 
consists of greater than 80 wt% Si02, 4-15 ion% of a modifying dopant and 0.001 5-5 
ion% of a rare earth dopant (column 4, lines 8-35). The modifying dopant may be Zr 
(column 5, lines 48-58), and the rare earth dopant may be Yb (claim 4). The dopants 
may be present in oxide form (column 5, liens 59-60), and this would be expected as 
the production process includes the calcination of the precursor materials in oxidizing 
conditions (examples 1-6). 

It is well established that when ranges disclosed in the prior art overlap with the 
ranges required in the instant claims a case of prima facie obviousness exists (MPEP 
2144.05). Further, as the glass composition taught in Anderson is the same as the 
composition required by the claims it would necessarily follow that the composition 
taught by Anderson would be capable of acting as an X-ray opaque glass. An example 
of a composition that meets the requirements of the prior art and the instant claims is a 
glass that consists of 92 mor/o Si02, 7 mol% ZrOz and 1 mo\% Yb203 alternately 
described as 81 .6 wt% Si02, 7 cation% Zr"^"" and 2 cation% Yb^^. 

In regard to claim 84 . Anderson teaches that the material may include a mixture 
of modifying dopants, of which Zr and Ti are included (column 5, lines 48-60). An 
exemplary composition that meets the requirements of both the instant claims and the 
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prior art comprises 88.1 mol% Si02, 1 mol% Zr02, 9.9 mol% Ti02 and 1 n\o\% YbzOs 
alternately rewritten as 80.2 wt% Si02, 1 cation% Zr"^^, 9.8 cation% Ti'*'' and 2 cation% 

6. Claims 49, 50, 82 and 83 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Anderson as applied to claim 81 above, and further in view of Kunert 
et al.(US 6297181). 

In regard to claims 49 and 82 . Anderson fails to teach a glass powder with a 
mean grain size of 0.2-20 microns. 

Kunert teaches that a glass may be converted in a known manner, such as 
grinding and sieving, to a powder with a mean particle size of 0.5-5 microns (column 7, 
liens 9-13). This small particle size allows the glass powder to be incorporated in to 
composites with improved abrasion resistance and mechanical strength (column 7, lines 
13-16). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to produce a glass powder with a mean grain size in the required range of 
from the glass composition taught by Anderson. Such a modification would have been 
motivated by the teaching in Kunert that a glass powder with a mean particle size of 0.5- 
5 microns would increase the industrial applicability of the glass taught by Anderson by 
improving its usefulness in composite materials. 

In regard to claims 50 and 83 . Anderson fails to teach that the glass material has 
a silanized surface. 
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Kunert teaches that the surfaces of glass powder particles are commonly 
silanized to promote increased performance (column 7, lines 24-28). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to produce a glass powder from the glass composition taught by Anderson 
with a silanized particle surface. Such a modification would have been motivated by the 
teaching in Kunert that silanation of glass powder particle surfaces is a common 
practice, increasing the performance of particulate glass materials. 

Allowable Subject Matter 

7. Claims 85 and 86 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The claims differ from the prior art in that the Si02 content of the material is 
required to be less than 88.1 mol%. The closest prior art, Anderson, requires that the 
material contain at least 80 wt% SiOa, but there is no composition that contains at least 
80 wt% Si02 that may simultaneously be said to contain 88.1 mol% Si02 or less when 
the dopants are selected as Yb203 and Zr02 in the amounts required by Anderson. 
Therefor, the composition required in claims 85 and 86 does not overlap with the 
compositional ranges taught by Anderson and is considered to be novel and non- 
obvious. 

Response to Arguments 

8. Applicant's arguments filed 4/1/2009 have been fully considered but they are not 
persuasive. 
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The argument that the compositional ranges disclosed in Anderson are too broad 
to constitute a case of pr/ma facie obviousness over the compositions required in the 
instant claims is not persuasive. The composition taught by Anderson is broader than 
the narrow ranges required by the instant claims, but does adequately disclose 
compositions that meet the requirements of the instant claims. Yb is specifically 
mentioned as an active rare earth dopant (column 5, lines 29-35), and Zr Is disclosed as 
a useful modifying dopant (column 5, lines 48-60). As no evidence has been provided 
that the compositional ranges required by the instant claims are critical in establishing a 
material that has properties that would be surprising based on the performance 
expected from the broader disclosure by Anderson a case of prima facie obviousness 
exists (see MPEP 2144.05 III). 

In response to applicant's argument that the references fail to show certain 
features of applicant's Invention, It Is noted that the features upon which applicant relies 
(I.e., the method of making) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

The argument that Anderson teaches away from the composition required by the 
Instant claims Is not persuasive. It is agreed that the preferred embodiments disclosed 
by Anderson do not meet the requirements of the instant claims, but the teachings of 
the prior art are not limited to the preferred embodiments. The disclosure of Anderson 
includes compositions that meet the requirements of the instant claims, and the mere 
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non-selection of sucli compositions as exemplary embodiments in Anderson can not be 
considered to actively teach away from the compositions required in the instant claims. 

The argument that the material taught by Anderson would not include Yb203 and 
therefor does not meet the requirements of the instant claims is not persuasive. 
Anderson teaches that the rare earth dopants may be in the oxide form (column 5, lines 
29-35). Further, one of ordinary skill in the art time of the invention would expect the 
dopants in the material taught by Anderson to be in the oxide form, as the production 
process taught by Anderson includes the calcination at high temperatures of the 
precursor materials in oxidizing conditions (examples 1-6). 

The argument that the compositional ranges taught by Anderson do not overlap 
with the compositional ranges required by the claims is not persuasive. While it is 
agreed that none of the applicants' examples that have been provided on pages 16-18 
of the arguments meet the requirements of Anderson it should be noted that the claims 
are not limited to only these exemplary embodiments. The claimed ranges do overlap 
with compositional ranges disclosed in Anderson, for example a composition containing 
92 mol% Si02, 7 mol% Zr02 and 1 mol% Yb203 alternately described as 81 .6 wt% Si02, 
7 cation% Zr'*'" and 2 cation% Yb^"^ meets the requirements of both the instant claims 
and the Anderson reference. 

The argument that there is no motivation to combine the teachings of Anderson 
and Kunert is not convincing. The motivation for the combination is found in the 
teaching in Kunert that glass particles with sizes of 0.7-1 .5 microns and silanized 



Application/Control Number: 10/589,161 Page 8 

Art Unit: 1793 

surfaces are especially useful in tlie formation of composite materials with improved 
mechanical properties (column 7, lines 9-28). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN M. JOHNSON whose telephone number is 
(571 )270-3584. The examiner can normally be reached on Monday-Friday 7:30 AM to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ /Kevin M Johnson/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



